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REMARKS 

The present application was originally filed on February 6, 2002, with 39 Claims. In the 
present Restriction Requirement, the Examiner has restricted the Claims into the following 
Groups: 

Group I: Claims 1-22, drawn to a method of making a modified target enzyme 
based upon the sequence of SEQ ID NO:2; 

Group II: Claims 23-27 and 33-39, drawn to a modified target enzyme, wherein 
modifications are performed based upon the sequence of SEQ ID: 2; and 

Group III: Claims 28-32, drawn to nucleic add encoding a modified target enzyme, 
wherein modifications are performed based upon the sequence of SEQ ID NO: 2, host cells and 
methods of making the modified target protein. 

Although Applicant still believes that there was no need for a Restriction Requirement, 
Applicant elected the Claims in Group II (/.e M Claims 23-27 and 33-39), with traverse. Applicant 
has withdrawn the Claims in Group I, and cancelled the Claims in Group III. The Claims in 
Group I have been withdrawn, in case these Claims are rejoined with the elected group during 
prosecution. Applicant reserves the right to have these Claims rejoined during the prosecution 
of the present application. Applicant appreciates the Examiner's indication that the withdrawn 
Claims may be subject to rejoinder. Applicant also reserves the right to pursue any Divisional 
applications directed toward similar, narrower, and/or broader Claims than those cancelled 
and/or withdrawn. 

The Examiner indicates that the priority Information needs to be entered following the 
title of the invention. Applicant has amended the Specification to indicate the priority daim to 
Provisional Appln. Ser. No. 60/268,347, and indicated that the Provisional application is now 
abandoned. 

The Examiner has objected to Claims 33-39 f under 37 CFR 1.75(c). as being of 
improper dependent form. Applicant has amended the Claims to provide the proper recitation 
by amending Claims 33, 34 and 35 to place them in independent form. 
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The Examiner's new rejections are as follows: 

1) Claims 23-27 and 33-39 stand rejected under 35 U.S.C. §112. first paragraph, as 
allegedly being non-enabled; 

2) Claims 23-27 and 33-39 stand rejected under 35 U.S.C. §1 12, second 
paragraph, as allegedly not meeting the written description requirement; and 

3) Claims 23-27 and 33-39 stand rejected under 35 U.S.C. §112, first paragraph, as 
allegedly being indefinite. 

The Claims Meet the Requirements of 35 U.S.C. §112 

The Examiner has rejected Claims 23-27 and 33-39 under 35 U.S.C. §112, first 
paragraph, as allegedly being non-enabled and being indefinite. The Claims are also rejected 
under 35 U.S.C. §112, second paragraph as allegedly not meeting the written description 
requirement. 

The Examiner admits that the Specification is "enabling for an isolated modified target 
enzyme of SEQ ID NO:2 [Bacillus sp. Cellulose 103], wherein catalytic triad Ser-His-Glu is 
modified to another amino acid, and wherein the catalytic triad comprises a first member, a 
seoond member and a third member, and said first member is proton donor, said second 

member is Histidine 200 residue in the Bacillus cellulase 103 sequence (SEQ ID NO: 2) ■ 

(Office Action, pages 3-4). The Examiner also argues that the written description requirement 
is not met because the Specification allegedly only provides a single representative species of 
the triad construct in SEQ ID NO;2. In addition, the Examiner argues that the Claims are 
allegedly Indefinite for the recitation of "equivalent 8 

While Applicants must respectfully submit that the originally filed Claims are enabled, 
meet the written description requirement and are definite, in order to further their business 
interests and the prosecution of the present application, yet without acquiescing to the 
Examiner's arguments, Applicants have amended the Claims to specifically recited Histidine 
200 and Serine 227, and Glutamate 139 (in Claims 25 and 35). In addition, Applicants have 
deleted the "equivalent* recitations in the Claims. Applicants expressly reserve the right to 
pursue the original and/or similar Claims in subsequently filed application(s). In view of the 
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present amendments, Applicants respectfully submit that the Claims are enabled, meet the 
written description requirement, and are definite. Thus, Applicants respectfully request that 
these rejections be withdrawn and the Claims allowed. 
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CONCLUSION 



All grounds of rejection and objection of the Office Action of July 28, 2004, having been 
addressed, reconsideration of the application is respectfully requested. Applicants respectfully 
submit that the pending claims are in condition for allowance and Issuance of a formal Notice of 
Allowance at an early date Is respectfully requested. If a telephone conference would expedite 
prosecution of this application, the Examiner is invited to telephone the undersigned at (650) 
846-6838. 



Genencor International, Inc. 
925 Page Mill Road 
Palo Alto, CA 94304-1013 
Tel: 650 846-5838 
Fax: 650 845-6500 
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Respectfully submitted, 



Date: October 21 , 2004 




Ramrin f . MacKnighf 
Registration No. 38,230 



